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DETAILED ACTION 

Claims 1-31 are presented for examination. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 recites "...configuration of a signal..." The specification does not enable 
one of ordinary skill in the art to know how to "attach importance" to something. In other 
words, what is the "configuration of a signal" doing? How is the configuration 
happening? 

The examiner reminds the applicant that this "configuration of a signal" must be 
explained in the specification as originally filed, in accordance with 35 USC § 112, 1 st 
paragraph. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 3 and 4 recite the limitation "stored in the buffer" in line 2 of claims 3 and 
4. There is insufficient antecedent basis for this limitation in the claim. Claim 1 recites, 
"...stored in the temporary data storage area..." in lines 8-9. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-26 are rejected under 35 U.S.C. 102(e) as being anticipated by Oishi 
(U.S. PG Pub No. 2003/0225971 hereafter referred to as Oishi). 

With respect to independent claim 1 , 

"A portable data storage device adapted to couple with an electronic apparatus 
for said electronic apparatus to automatically execute and play an internal file 
stored in said portable data storage device," is disclosed in paragraphs [0007] 
and [0012] and FIG. 1, elements 11 and 17. 
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Oishi discloses in paragraph [0007], "a portable-type writable medium..." Oishi 
further discloses in paragraph [0012], "...a USB storage device which is capable of 
being attached to and detached from an external device..." Oishi recites in paragraph 
[0040], "A host 11 as an external device is a widely known personal computer..." Oishi 
also discloses in paragraph [0064], "the specified software can be automatically 
executed when the USB storage device 17 is attached to the host 11." 

Oishi teaches a portable data storage device (a portable-type writable 
medium/USB storage device) adapted to couple with an electronic apparatus (capable 
of being attached to and detached from an external device - personal computer) for said 
electronic apparatus to automatically execute and play an internal file stored in said 
portable data storage device (the specified software can be automatically executed 
when the USB storage device 17 is attached to the host 11). 

"...comprising: an interface unit for coupling with a processing unit of said 
electronic apparatus;" is disclosed in paragraph [0004] and FIG. 1 elements 1 1 
and 19. 

Oishi discloses in paragraph [0004], "These days, attachable and detachable 
USB storage devices, each of which comprises an installed flash memory and an 
interface according to the USB (Universal Serial Bus) standard... are widely known..." 

Oishi teaches an interface unit (USB interface, element 19) for coupling with 
(USB bus, element 16) a processing unit of said electronic apparatus (Host, element 
11). 
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"...a flash memory into and from which data can be written and read;" is 
disclosed in paragraph [0047] and FIG. 1, element 25. 
Oishi discloses in paragraph [0047], "The memory control unit 21 a performs 
reading, writing and deleting data to and from a flash memory 25." 

"...and a control unit located between and coupled with said interface unit and 
said flash memory to control input and output of data into and from said flash 
memory;" is disclosed in paragraph [0047] and FIG. 1, element 21. 
Oishi discloses in paragraph [0047], "The controller 21 corresponding to control 
means is provided with a memory control unit 21a, a USB interface control unit 21b, a 
memory information storage 21c and an LED control unit 21 d. The memory control unit 
21a performs reading, writing and deleting data to and from a flash memory 25." 

"...said portable data storage device being characterized in that said flash 
memory includes at least one predetermined segment particularly divided to set 
as a compact-disk (CD) device and to store said internal file; said CD device 
including a start program adapted to cause said processing unit of said electronic 
apparatus to detect via said control unit a virtual CD-ROM in said CD device, and 
thereby locate said start program automatically execute and play said internal 
file." is disclosed in paragraph [0103]. 
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The examiner interprets the limitation "flash memory includes at least one 
predetermined segment particularly divided to set as a compact-disk (CD) device..." as 
an area of the flash that is used for the compact disk functions. 

Oishi discloses in paragraph [0103], "Since application software for the host 1 1 to 
handle the data to be printed is previously contained in the area with logical unit number 
"1" of the flash memory 25 (the CD-ROM area), the host 11 can use the application 
software without containing the same in itself by reading out from the CD-ROM area of 
the flash memory 25." Oishi further discloses in paragraph [0064] Windows.TM. has the 
function of executing the application software specified in a file named "autorun inf 
stored in the root directory of a storage medium when the storage medium is inserted or 
connected. Accordingly, in the case where the file is stored in the area of the flash 
memory 25 assigned logical unit number "1 ," the specified software can be 
automatically executed when the USB storage device 17 is attached to the host 1 1 ." 

With respect to claims 2 and 1 1 , 

"The portable data storage device as claimed in claim wherein said interface unit 
includes a universal serial bus (USB) plug coupling with a corresponding USB 
socket on said electronic apparatus." is disclosed in paragraph [0064] and FIG. 1 , 
elements 11, 16, 19. 

Oishi also discloses in paragraph [0064], "the specified software can be 
automatically executed when the USB storage device 17 is attached to the host 11." 
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With respect to claims 3, 12, 22, and 27, 

"The portable data storage device as claimed in claim wherein said start program 

includes auto-execution file and an application having driving mechanisms for 

playing said internal file."" is disclosed in paragraph [0064]. 

Oishi discloses in paragraph [0064] Windows.TM. has the function of executing 
the application software specified in a file named "autorun inf stored in the root 
directory of a storage medium when the storage medium is inserted or connected. 
Accordingly, in the case where the file is stored in the area of the flash memory 25 
assigned logical unit number "1 ," the specified software can be automatically executed 
when the USB storage device 17 is attached to the host 1 1 . 

With respect to claims 4, 5, 13, 14, 23, 24, 28, 29 

"The portable data storage device as claimed in claim 3, wherein said driving 
mechanisms of said application sequentially include: 

copying said internal file from said predetermined segment to another segment of 
said flash memory;" is disclosed in paragraph [0047]. 

"...starting a corresponding program to play said copied internal file;" is disclosed 
as stated supra in paragraph [0064]. 
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"...and deleting said copied internal file after completion of playing of said copied 
internal file." is also disclosed in paragraph [0047]. 

Oishi discloses in paragraph [0047], "The memory control unit 21a performs 
reading, writing and deleting data to and from a flash memory 25. The USB interface 
control unit 21b controls the respective regions of the USB interface 19 mentioned 
above. The controller 21 includes a program storage (not shown) containing a program 
for operating the memory control unit 21a, the USB interface control unit 21b and the 
LED control unit 21d. The memory information storage 21c stores information about 
areas of the flash memory 25. 

Oishi teaches copying an internal file from a predetermined segment to another 
segment of flash memory (reading and writing data to and from a flash memory area). 
Oishi therefore teaches copying an internal file from a segment (area) of flash memory 
to the storage unit of the electronic apparatus (host). Oishi also teaches deleting said 
copied internal file after the completion of playing the copied file. Note: Oishi recites in 
paragraph [0047] "The controller 21 corresponding to control means..." The examiner 
notes that since the control means controls the functions of reading, writing, and 
deleting to and from the flash memory device, these functions can be executed in an 
order that corresponds to claim 4. Also included in this order is the automatic execution 
(or starting) of the program to play a copied file as stated supra. 
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With respect to claims 6, 15, 25, and 30, 

"The portable data storage device as claimed in claim 3, wherein said auto- 
execution file further includes an icon instruction and an icon file representing 
said portable data storage device, so as to automatically display a designated 
icon in an operating system of said electronic apparatus to represent said 
portable data storage device." is disclosed in paragraph [0041]. 
Oishi discloses in paragraph [0041], "The operation system 12 is software that 
comprehensively controls the host 1 1 , such as Windows.TM. and Mac OS X.TM." 

The examiner notes that operating systems Windows TM. And Mac OS X 
inherently have icon instruction and an icon file representing said portable data storage 
device, so as to automatically display a designated icon in an operating system of said 
electronic apparatus to represent said portable data storage device. 

With respect to claims 7 and 16, 

"The portable data storage device as claimed in claim 1, wherein said control unit 
comprises a microcontroller." is disclosed in paragraph [0047]. 
Oishi discloses in paragraph [0047], "The controller 21 corresponding to control 
means is provided with a memory control unit 21a, a USB interface control unit 21b, a 
memory information storage 21c and an LED control unit 21 d. The memory control unit 
21a performs reading, writing and deleting data to and from a flash memory 25." 
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Oishi teaches a control unit (memory control unit 21a) to do necessary 
management and control of the flash memory (performs reading, writing and deleting 
data to and from a flash memory). 

With respect to claims 8 and 17, 

"The portable data storage device as claimed in claim 7, wherein said micro 
controller includes a read-only memory for recording a control program thereon." 
is disclosed in paragraph [0005]. 

Oishi discloses in paragraph [0005], "Most of these USB storage devices are 
provided with a physical switch, such as a write protect switch, to prevent the software 
from being deleted by mistake. By changing the switch, switching between the state in 
which reading, writing and deleting is possible and the state in which only reading is 
possible is available. In some cases an inherently unwritable memory, such as a ROM, 
is used to completely prevent writing and deleting." 

With respect to claims 9 and 20, 

"The portable data storage device as claimed in claim 1 , wherein said internal file 
is selected from a group consisting of image files, picture files, word data files, 
protection programs, service programs, other programs and drivers thereof, and 



Application/Control Number: 1 0/621 ,392 Page 1 1 

Art Unit: 2189 

auto installation programs, and combinations of any two or more items thereof." 
is disclosed in paragraph [0022]. 

The examiner notes that a portable data storage device as claimed in claim 1 
(using a flash memory) is inherently capable of storing internal files such as image files, 
picture files, word data files, protection programs, service programs, other programs 
and drivers thereof, and auto installation programs. Furthermore, a flash memory 
device such as the one claimed in claim 1 can also store combinations of two or more 
file types. 

Oishi discloses in paragraph [0022], "Although the printing means is taken as an 
example of output means for performing output based on some data, and the scanner 
means is taken as an example of input means for performing input based on some data, 
output means or input means is not limited to the printing means or the scanner means. 
For example, output means may be display means for displaying based on display data 
or sound output means for outputting sound based on sound data, and input means 
may be operation information input means for inputting operation information about 
operation by a user or sound input means for inputting sound data. Furthermore, the 
USB storage device may have both input means and output means." 



With respect to claim 10, 
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"A portable data storage device adapted to couple with an electronic apparatus 
for said electronic apparatus to automatically execute and play an internal file 
stored in said portable data storage device, comprising: 
an interface unit for coupling with a processing unit of said electronic apparatus;" 
is disclosed as stated supra in claim 1 . 

"a flash memory into and from which data can be written and read; and" is 
disclosed as stated supra in claim 1 . 

"a control unit located between and coupled with said interface unit and said flash 
memory to control input and output of data into and from said flash memory;" is 
disclosed as stated supra in claim 1 . 

"said portable data storage device being characterized in that said flash memory 
being divided into a first, a second, and a third segment; said first segment being 
set as a CD device having a start program, said second segment being a general 
read/write segment, and said third segment being used to store said internal file;" 
is disclosed in paragraphs [0024], and [0025]. 

The examiner interprets the limitation "flash memory being divided into a first, a 
second, and a third segment" as the flash memory having areas or segments for 
functions of one segment for a CD device, another read/write segment, and another 
segment used to store an internal file. 
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Oishi discloses in paragraph [0025], "It is preferable that the storage means 
stores, in the second area..." Oishi also discloses in paragraph [0024], "It may also be 
possible for the external device to write printing data to the first area of the storage 
means and make the printing means perform printing based on the written data. It may 
further be possible for the scanner means to make image data read by the scanner 
means stored in the first area of the storage means and for the external device to read 
the image data stored in the first area and process the read data." Note: Oishi teaches 
an area of flash memory set as a CD device having a start program stated supra in 
claim 1. 

"...and said processing unit of said electronic apparatus being caused to detect 
via said control unit a virtual CD-ROM in said CD device, and thereby locates 
said start program to automatically execute and play said internal file." is 
disclosed as stated supra in claim 1. 

With respect to claims 1 8 and 31 , 

"The portable data storage device as claimed in claim 10, wherein said third 
segment of said flash memory is a hidden segment that could not be read by 
users" is disclosed in paragraph [0048]. 
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The examiner interprets the limitation "hidden segment that could not be read by 
users" as a segment or area of the flash memory that cannot be read i.e. written to or 
deleted from as opposed to being seen or viewable. 

Oishi discloses in paragraph [0048], "As shown in FIG. 2, the memory 
information storage 21c includes areas for logical unit numbers 31, formats 33, 
writing/deleting allowed/not allowed flags 35, logical block numbers 37 and physical 
block numbers 39." 

Oishi teaches a third segment of said flash memory (area) is a hidden segment 
that could not be read by users (writing/deleting not allowed flag). 

With respect to claim 19, 

"The portable data storage device as claimed in claim 1 8, wherein said hidden 
segment has a password pre-recorded therein, and said control unit is adapted to 
decrypt and compare an input password with said pre-recorded password to 
determine whether data may be read from or written into said hidden segment." 
is disclosed in paragraph [0089]. 

Oishi discloses in paragraph [0089], "A text box 59 is a text box for inputting a 
specific ID. The specific ID is not defined according to the USB standard, but is specific 
to the USB storage device 17 of the present embodiment. The specific ID may be used 
as a license key to prevent unauthorized starting of a content by using an unauthorized 
copy or the like, and may be used for an authentication key or for member services as 
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well. The specific ID is hexadecimal data of 16 bytes or more and 612 bytes or less. 
The operation screen 51 is designed such that when up and down buttons at the right 
end of the text box 59 are pressed, data unable to be indicated at one time is 
sequentially indicated in the text box 59." 

Oishi teaches a hidden segment has a password pre-recorded therein (specific 
ID to the USB storage device), and said control unit is adapted to decrypt and compare 
an input password with said pre-recorded password to determine whether data may be 
read from or written into said hidden segment (The specific ID may be used as a license 
key to prevent unauthorized starting of a content by using an unauthorized copy or the 
like, and may be used for an authentication key or for member services as well). 



With respect to independent claim 21 , 

"A method of automatic execution of a portable data storage device, comprising 
the following steps: 

coupling an interface unit of said portable data storage device with a processing 
unit of an electronic apparatus, so as to cause said processing unit to detect a 
virtual CD-ROM in a CD device set in a predetermined segment of a flash 
memory of said portable data storage device; and" is disclosed stated supra in 
claim 1. 



Application/Control Number: 10/621 ,392 Page 16 

Art Unit: 2189 

"...causing said processing unit of said electronic apparatus to locate via a 
control unit of said portable data storage device a designated start program in 
said virtual CD-ROM, and to automatically execute and play an internal file 
stored in another predetermined segment of said flash memory of said portable 
data storage device." is disclosed in paragraph [0103]. 

Oishi discloses in paragraph [0103], "Since application software for the host 11 to 
handle the data to be printed is previously contained in the area with logical unit number 
"1" of the flash memory 25 (the CD-ROM area), the host 1 1 can use the application 
software without containing the same in itself by reading out from the CD-ROM area of 
the flash memory 25." Oishi further discloses in paragraph [0064] Windows.TM. has the 
function of executing the application software specified in a file named "autorun inf 
stored in the root directory of a storage medium when the storage medium is inserted or 
connected. Accordingly, in the case where the file is stored in the area of the flash 
memory 25 assigned logical unit number "1 ," the specified software can be 
automatically executed when the USB storage device 17 is attached to the host 1 1 ." 

With respect to independent claim 26, 

"A method of automatic execution of a portable data storage device, comprising 
the following steps: 

coupling an interface unit of said portable data storage device with a processing 
unit of an electronic apparatus, so as to cause said processing unit to detect a 
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virtual CD-ROM in a CD device set in a first segment of a flash memory of said 
portable data storage device; and" is disclosed stated supra in claim 1. 

"...causing said processing unit of said electronic apparatus to locate via a 
control unit of said portable data storage device a designated start program in 
said virtual CD-ROM, and to automatically execute and play an internal file 
stored in a third segment of said flash memory of said portable data storage 
device." is disclosed in paragraph [0103]. 

Oishi discloses in paragraph [0103], "Since application software for the host 11 to 
handle the data to be printed is previously contained in the area with logical unit number 
"1" of the flash memory 25 (the CD-ROM area), the host 1 1 can use the application 
software without containing the same in itself by reading out from the CD-ROM area of 
the flash memory 25." Oishi further discloses in paragraph [0064] Windows.TM. has the 
function of executing the application software specified in a file named "autorun inf ' 
stored in the root directory of a storage medium when the storage medium is inserted or 
connected. Accordingly, in the case where the file is stored in the area of the flash 
memory 25 assigned logical unit number "1 ," the specified software can be 
automatically executed when the USB storage device 17 is attached to the host 11." 
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Conclusion 



Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Horace L. Flournoy whose telephone number is (571) 
272-2705. The examiner can normally be reached on Monday-Friday 7:00 AM to 4:30 
PM (ET). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Sparks can be reached on (571) 272-4201. The fax phone numbers for 
the organization where this application or proceeding is assigned is (703) 746-7239 

Information regarding the status of an Application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or PUBLIC PAIR. Status 
information for unpublished applications is available through Private Pair only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov . Should you have 
questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 



2100. 
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